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DETAILED ACTION 

Information Disclosure Statement 

The information disclosure statement filed September 29, 2006 fails to comply 
with 37 CFR 1 .98(a)(2), which requires a legible copy of each cited foreign patent 
document; each non-patent literature publication or that portion which caused it to be 
listed; and all other information or that portion which caused it to be listed. It has been 
placed in the application file, but the information referred to therein has not been 
considered. A copy of the Japanese reference, JP62275980A, was not provided. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the mandrel rotating 
about a vertical or inclined axis (Claims 21 and 37) must be shown or the feature(s) 
canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
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of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

The disclosure is objected to because of the following informalities: references to 
the claims should not be in the Specification, therefore, the phrase, "as in claim 1" on 
page 5, lines 16-17 and "characteristics of claim 17" on page 5, line 20 should be 
deleted. 

Appropriate correction is required. 

Claim Objections 

Claim 37 is objected to because of the following informalities: for definiteness 
and clarity, the word "element" should be changed to - -device- - in line 10. Appropriate 
correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 32 and 34 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Regarding Claim 32, the limitation, "substantially perpendicular to the mandrel" in 
line 2 renders the claim indefinite because it is unclear whether the limitation is 
modifying the flange, the inner plate or both. For the Office Action below it is presumed 
both the flange and inner plate are perpendicular to the mandrel. 

Claim 34 recites the limitation "the protrusion" in line 1. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 21-31 and 37-40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bordignon et al. (US-6318660) in view of Kogos et al. (GB-1367513). 
Regarding Claims 21, 23 and 26, Bordignon et al. disclose a device 10 for coiling 
windable long, metal product comprising a mandrel 25 having a substantially circular 
traverse section and rotating around a horizontal axis, and at least a guide and 
containing device 39,40 able to be driven between a first working position (Figure 2) in 
which the guide and containing device cooperates with the mandrel, and a second 
inactive position (Figure 3) in which the guide and containing device is arranged distant 
from the mandrel (Figures 1-3). Bordignon et al. are silent about at least a clamping 
device associated with the mandrel, and able to clamp at least temporarily an initial 
segment of the metal product, wherein the clamping device comprises pincer means 
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able to be selectively activated, which are arranged in correspondence with the outer 
surface of the mandrel in an inner position with respect to the outer surface of the 
mandrel; and an actuator device able to act on the respective arms of the pincer means, 
in order to perform the selective activation of the pincer means. However, Kogos et al. 
disclose a device for coiling windable long, metal product 30 comprising a mandrel 4 
having a substantially circular traverse section and rotating around a horizontal axis, 
and at least a clamping device 14 associated with the mandrel, and able to clamp at 
least temporarily an initial segment of the metal product, wherein the clamping device 
comprises pincer means 15 able to be selectively activated, which are arranged in 
correspondence with the outer surface of the mandrel in an inner position with respect 
to the outer surface of the mandrel mandrel; and an actuator device 28,29 able to act on 
the respective arms of the pincer means, in order to perform the selective activation of 
the pincer means (Figures 1 -4). It would have been obvious to one of ordinary skill in 
the art at the time of the invention to add the pincer means to the device of Bordignon et 
al. to secure the initial end of the metal product as taught by Kogos et al. (Page 2, Lines 
79-82). Regarding Claim 22, Bordignon et al. disclose the guide and containing device 
comprise means able to displace the metal product towards the clamping device 
(Figures 1-3 and Column 4, Lines 10-13). Regarding Claim 27, Bordignon et al. 
disclose an inner plate (behind 24) provided to define one of the lateral walls between 
which the metal product is wound (Figures 1-3). Regarding Claims 28, Bordignon et al. 
disclose the inner plate defines an annular channel (between the surface of 25 and the 
bottom edge of the inner plate) in proximity with the outer surface of the mandrel 
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(Figures 1-3). Regarding Claims 29-31, Bordignon et al. disclose the guide and 
containing device comprises a first flap 39 and a second flap 40 diametrically opposite 
the first flap constituting, in the first working position, a later cover to the annular 
channel (Figures 1-3). 

Regarding Claim 24, Bordignon et al. in view of Kogos et al. is silent about the 
pincer means being arranged in an outer position with respect to the outer surface of 
the mandrel. However, one of ordinary skill in the art at the time of the invention would 
recognize it would have been an obvious design choice to move the pincer means to an 
outer position with respect to the outer surface of the mandrel to allow the pincer means 
to be easily accessible and repaired, if necessary. 

With respect to claim 25, Bordignon et al. in view of Kogos et al. does not 
disclose specific values for number of pincer means. However, one of ordinary skill in 
the art is expected to routinely experiment with the parameters, especially when the 
specifics are not disclosed, so as to ascertain the optimum or workable ranges for a 
particular use. Accordingly, it would have been obvious through routine 
experimentation and optimization, for one of ordinary skill in the art to use as many 
pincers, such as four, as necessary to equally hold and secure the metal product to the 
mandrel. 

Regarding Claim 37, Bordignon et al. disclose a method for coiling a long metal 
product, performed by means of a coiling device 10 which comprises a mandrel 25 
having a substantially circular traverse section and rotating around a horizontal axis, 
and at least a guide and containing device 39,40 able to be driven between a first 
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working position (Figure 2) in which the guide and containing device cooperates with the 
mandrel, and a second inactive position (Figure 3) in which the guide and containing 
device is arranged distant from the mandrel, the method comprising a first step wherein 
a leading end of the metal product is inserted into a groove 41 of the guide and 
containing device arranged in the first working position, so as to guide the metal product 
along an outer surface of the mandrel; a third step wherein the guide and containing 
element is taken from the first working position to the second inactive position; and a 
fourth step wherein the metal product is wound from the remainder of its length (Figures 
1-3; Column 4, Line 58 - Column 6, Line 2). Bordignon et al. are silent about a second 
step wherein the metal product is gripped and clamped at least temporarily on the 
mandrel by means of one or more pincers arranged in correspondence with the outer 
surface of the mandrel. However, Kogos et al. disclose a method for coiling a long 
metal product 30 comprising a step wherein the metal product is gripped and clamped 
at least temporarily on the mandrel by means of one or more pincers 15 arranged in 
correspondence with the outer surface of a mandrel 4 (Figures 1-4; Page 2, Line 105 - 
Page 3, Line 27). It would have been obvious to one of ordinary skill in the art at the 
time of the invention to add the gripping and clamping step with the pincers of Kogos et 
al. to the method of Bordignon et al. to ensure the initial end of the metal product is 
gripped as taught by Kogos et al. (Page 2, Lines 79-82). Regarding Claim 38, 
Bordignon et al. disclose before the first step, the metal product is inserted into the 
groove by means of a distributor 45 of the metal product (Figures 1-3; Column 4, Line 
58 - Column 6, Line 2). Regarding Claim 39, Bordignon et al. disclose wherein during 
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the first step, the mandrel is in rotation around its own axis (Figures 1-3; Column 4, Line 
58 - Column 6, Line 2). Regarding Claim 40, Bordignon et al. disclose during the first 
step the metal product is guided from the groove inside an annular channel (between 
the outer surface of 25 and the bottom of the inner plate behind 24) arranged on a inner 
plate (behind 24) of the mandrel (Figures 1 -3; Column 4, Line 58 - Column 6, Line 2). 

Claims 32-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bordignon et al. (US-631 8660) in view of Kogos et al. (GB-1 36751 3) as applied to 
claims 21-31 and 37-40 above, and further in view of Moslener (US-3945585). 
Regarding Claims 32-33, Bordignon et al. disclose wherein a flange 24 is applied on the 
inner plate substantially perpendicular to the mandrel. Bordignon et al. in view of Kogos 
et al. is silent about the flange being shaped so as to have an annular tooth 
substantially coaxial with the mandrel, the annular tooth defining an annular channel; 
and the tooth having a thickness substantially equal to the diameter of the metal product 
or a multiple thereof. However, Moslener discloses a device for coiling a windable, 
long, metal product comprising a tooth 6 substantially coaxial with the mandrel, the 
tooth defining a channel 10; and the tooth having a thickness substantially equal to the 
diameter of the metal product or a multiple thereof (Figure 1 ). It would have been 
obvious to one of ordinary skill in the art to add the tooth of Moslener in an annular form 
thereby forming an annular channel in the device of Bordignon et al. in view of Kogos et 
al. to more securely hold the metal product. Regarding Claim 36, Bordignon et al. 
discloses the flange is made of material of great hardness (as it is made of wear 
resistant materials) (Figures 1-3; and Column 4, Lines 23-26). 
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With respect to claim 34, Bordignon et al. in view of Kogos et al. and Moslener 
does not disclose specific values for the protrusion of the annular tooth. However, one 
of ordinary skill in the art is expected to routinely experiment with the parameters, 
especially when the specifics are not disclosed, so as to ascertain the optimum or 
workable ranges for a particular use. Accordingly, it would have been obvious through 
routine experimentation and optimization, for one of ordinary skill in the art to make the 
protrusion of the annular tooth between 1 .5 and 2 times the diameter of the metal 
product to secure the first few layers rather than just the first layer. 

Regarding Claim 35, Bordignon et al. in view of Kogos et al. and Moslener are 
silent about the flange being interchangeable according to the size of the metal product. 
However, one of ordinary skill in the art at the time of the invention would recognize the 
obvious design choice to make the flange interchangeable to easily replace them when 
they wear out. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Castellani (US-7246767) is cited for disclosing a device for 
coiling a windable, long, metal product with a flange with a tooth and channel. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to WILLIAM E. DONDERO whose telephone number is 
(571)272-5590. The examiner can normally be reached on Monday through Friday 6:30 
am to 4:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter M. Cuomo can be reached on 571-272-6856. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/W. E. D.l 

Examiner, Art Unit 3654 
/Peter M. Cuomo/ 

Supervisory Patent Examiner, Art Unit 3654 



